02/11/2003 15:14 FAI 6123(I?i228 ' MUETING RAASCH GEBHA^DT I2|003 
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Serial No.: 1(V032,049 rage^oto 
Confiimation No.: 5131 
Filed: December 21, 2001 

For: METHODS FOR PLANAJRIZATION OF METAL^NTAINING SURFACES USING HALOGENS 
AND HALIDE SALTS iwa^ews 



Applicant's Claims 1-50 

Applicant^ claims 1-50 recite planarization methods including a planarization 
composition that includes a halogen-containing compound and a halide salt, wherem the 
halogen-containing compound and die halide sak are separately delivered. 

Evans, on the oUier hand, neither discloses nor suggests a planarization 
composition including a halogen-containing compound and a halide salt that are separately 
ctelivered. Rather, as suggested by the Examiner in the Office Action mailed July 3, 2002 (e.g., 
page 3. lines 8-1 1), any halide salt that may be present is formed only as a result of the reaction 
of a halogen with a strongly basic aqueous solution (e.g., NaOH or KOH) to form (i.e.. in situ) 
the halide salt. 

"The teaching or su ggestion to make the claimed combination and the reasonable 
expectation of success must both be found in the prior art and not based on appHcani's 
disclosure." M.P.E.P. §706.020). Evans discloses a planarization method including a 
composition that includes a halogen-containhig compound. However, absent AppUcants' 
disclosure, there is no disclosure or suggestion of a halogen-containing compound and a halide 
salt that are separately delivered. 

The Examiner asserted that "it would have been obvious to one of ordinary skill 
in the art to combine (sic) the teaching of Evans as claims {sic), because the selection of any 
order of performing process steps is prima facie obvious in die absence of new or unexpected 
results" (Office Action mailed December 1 1. 2002. page 3. lines 4-7, relying on 7« re Burhans, 
1 54 F.2d 690, 69 USPQ 330 (CCPA 1946). EXHBrr A. for support). The Examiner further 
asserted that "the transposition of process steps or the splitting of one step into two, where the 
processes are substantially identical or equivalent in terms of function, manner and results, was 
held not to patentably distinguish the processes" (Office Action mailed December 1 1 , 2002, page 
3, lines 8-10, relying on Ex parte Rubin, 128 USPQ 440 (Bd. App. 1959), EXHIBIT B). 
Applicants respectfully disagree with the Examiner's assertions. 



Received IToni < 6123051228 > at 2111/03 4:13:00 PM [Eastern Standard Time] 



02/11/2003 15:15 FAX 6123(m228 



w ■ ■ 9 

3(m228 " MUETING RAASCH GEBHaSdT 



QI004 



Response Under 37 C.F,R. §1.116 - Expedited Examiiung Pmednre Pa«e ^ of 

Serial No,: 10/032,049 ragejoio 

Confirmation No.: 5131 
Filed: December 21, 2001 

^^^??^i^c ^^NARIZATION OF METAL-CONTAINTNG SURFACES USING HALOGENS 
ANU rlALiLDE SALTS 



EVANS FAILS TO DISCLOSE A HALOGEN-CONTAINING SALT AND A HAUDE SALT, 
WHICH ARE SEPARATELY DELIVERED 

As described herein above, any halide salt that may be present in the 
compositions disclosed by Evans is formed only as a result of the in situ reaction of a halogen 
with a strongly basic aqueous solution. Thus, since any halide present must be formed in the 
presence of the halogen. Applicants respectfully submit that Evans fails to enable one skiUed in 
the art to make and/or use compositions including a halogen-containing compound and a halide 
salt that are separately delivered. 

ONE CANNOT ARRIVE AT APPUCANT'S CLAIMED INVENTION BY CHANGING EVAN'S 
SEQUENCE OF ADDING INGREDIENTS 

The Examiner urges that one of skill in the art may arrive at Applicant's claimed 
invention by modification of Evans through selection of the order of performing process steps, 
the transposition of process steps, or the splitting of one step into two. Although M.P.E.P. 
§2144.04(IV)(C) recites a case holding "prima facie obvious claims directed to a process of 
making a laminated sheet by reversing the order of\ht prior art process steps" iEx pane Rubin, 
128 USPQ 440 (Bd. App. 1959)» emphasis added), and further states that the "selection of any 
order of perfonning process steps prima facie obvious in the absence of new or unexpected 
restilts" (/« re Burhans, 154 R2d 690, 69 USPQ 330 (CCPA 1946)), these cases can be 
distinguished from the present rejection. 

As discussed herein above, Evans lacks an enabling disclosure of compositions 
that include a halogen-containing compound and a haUde salt that are separately delivered. 
Thus, one cannot airive at Applicant's claimed invention by merely selecting the order of 
performing process steps, transposing process steps, or splitting one step into two. Notably, in 
Ex parte Rubin and In re Burhans, all the process steps were enabled in die prior art (i.e., prior 
art process steps), fa contrast. Applicant respectftilly submits that all the steps of the presently 
claimed invention (e.g., claims 1-50) are not enabled in the cited art. 
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Thus, AppUcant lespectfally submits that the Examiner has not provided a 
convincing line of reasoning as to why one of skill in the art would be motivated to modify 
Evans to arrive at Applicant's claimed invention (e.g., claims 1-50). 

Applicant's Claims 51-53 

Applicant added new daims 5 1-53 in the Amendment and Response maUed 
October 30, 2002, and the Examiner responded by stating that "as discussed in the above claims. 
Evans discloses all the limitations in claims 51-53" (Office Action mailed Deceinber 1 1, 2002. ^ 
page 3. last paragraph). Applicant lespectfuUy disagrees, and submits that all the claim langu^e 
of claims 51-53 has not been considered, and that convincing lines of reasoning for rejecting 
claims 51-53 are not of record. 

For example, described in detail herein below, claim 51 recites that the 
halogen-containing compound is selected from the group consisting of ClBr, IBr. ICl, BrF. OF. 
CIF„ BrF^ CIF^ IF, IF^ XeF^ HgF^ SF^ alkyl halides, and complexes ofX, mth organic 
bases, arui combinations thereof; claim 52 recites a planarization method that includes a 
planarization composition, wherein the planarization composition includes a halide salt and a 
halogen-containing compound with a halogen that is different than the halogen of the halide 
salt; and claim 53 recites a planarization method that includes a planarization composition, 
wherein the planarization composition is not basic. Applicant respectfully submits that thi 
Examiner has not placed on the record a convincing line of reasoning as to why the artisan 
would have fomid the invention (e.g.. claims 51-53) to have been obvious in light of Evans. See 
M.P.E.P. §706.020). Applicant respectfully requests clarification of the Examiner's reasoning 
for this rejecUon in the next Official CommunicatiQn. 

Specifically, Applicant's claim 51 recites a planarization method including a 
planarization composition that includes a halogen-containing compound and a halide salt, 
wherein the haJogen-containing compound and the halide salt are separately delivered. 
Applicant respect&Uy submits that claim 51 is patentable for at least the reasons recited herein 
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above for the pateniability of claims 1-50. Furthermoxe. claim 51 iccites that the halogen- 
containing compound is selected from the group consisting of ClBr, iBr, ICl BrF CIF, OF 
BrF, CIF, IF, IF, XeF, HgF, SF, atkyifuUUes, andcomple:.s ofX, .ith arsanic bases! and 
combinations there<^. Conversely. Evads discloses planarization compositions that include 
el^nental halogen, bromine (i.e.. Br^. iodine (i.e. ^ or chlorine (i.e.. Ci,) (column 2. lines 31- 
34). Applicant respectfiiJIy submits that Evans fails to di^lo«. or suggest any of the halogen- 
contammg compounds lecited in claim 51 of the present invention. 

aaim 52 recites a planarization method that includes a planarization composition 
wherem the planarization composition includes a halide salt and a halogen-containing compound 
w.th a halogen thai is different than the halogen of the halide salt. Conversely, Evan, discloses 
aslunythatincludesasinglehalogeninthecomposition. Because any halide salt present would 
be formed in situ from the halogen or halogen-containing compound and the strongly basic 
solution, and there is no disclosure of using a combination of different halogen-containing 
compounds. Applicant respectfully submits that Evans neither discloses nor suggests a 
planarization composition including a halogen-containing compound and a halide salt wherein 
the halogen of the halogen-containing compound is different than the halogen of the halide salt, 
as recited in present claim 52. 

Claim 53 recites a planarization method that includes a planarization composition 
wherem the planarization composition is not basic (claim 53). Conversely. Evans discloses 
compositions in "astronglybasic aqueous solution" (e.g.,clalmlofEvans). F.nthermore non- 
hmc plananzation compositions are typicaUy preferred to prevent damage to underlying 
substrate layers during planarization of the type that can occur with the use of basic 
compositions. 

Applicant respectfiUly submits that the Examiner has not provided a convincing 
lu,e of reasoning as to why one of skill in the art would be motivated to modify Evans to arrive 
at Apphcant^ claimed invention (e.g.. claims 5 1 -53). 
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SPMMAItV 

'^^'^J^^^^y^^b-^ttedallthependiogclaimsareincondit^^^ 
andnot^cationtothateffectisxespectfollyxeqaested. 

App Ws Rep^ntatives, at the below-listed telephone number, if it is believed that 
prosecution of this application may be assisted thereby. 



D^e 



Respectfully submitted for 

Brian A. Vaartstra 

By 

Mueting, Raasch & Gebhaidt P A 
PO. Box 581415 
Minneapolis, MN 55458-1415 
Phone: (612) 305-1220 
Facsimile: (612) 305-1228 
Customer Number 26813 



26813 




Loren D. Albin 
Reg. No. 37,763 
Direct Dial (612)305-1225 



th« _IVL day of ^FaauaoL, 2003. ^ ^ 
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In re BURHANS 

(CCPA) 
69 USPQ 330 

Decided Apr. 1, 1946 
TTc^ AppI.No.5128 
VS. Cou rt of Customs and Patent Appeals 

Headnotes 



PATENTS 



ronr;*^*'*?^"^'8ation or combination^In Mneral 



necessary to obtain desired result ha<: no r».jy~T' " ^® in art and 



unexpected results. 



order of 



P^'cular patents-.Flonr 
app>tJr„S^ ™> W^olc Whea. Hou, „^ ^_ ^ 



Case History and Disposition; 
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Appeal from Board of Appeals of (he Patent Office 

Apphcation for patent of Merton Ir 
Piitent Office Divilo 63. ftZSn T ^ 
"Kl 10, applicant appeals. aS^S^" 2. 4, S, fi, 8, 

Attorneys; 

JOHN F. EAKINS. Chicago, IB, for appellant 
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OpiiUonBy: OpioionText 



0'CONNELl,Jude 



P..^^"£.^ra^„" oft" W-ed 

n>aU,od of maki.8 te,4 »d claSf 8 2i S "'""i'^"^ 
wMc whea, a™. Ti, clahTt^ S SLlSr^*™ "'^"^^ 

pnormaiKldaimsSande were fimhe, ^ as Inchog inveDUon over llie 
allowed. ™^'^^'»'W8«!gsU«.TlKre»OTnodaiiM 

i.v^'^'::^?"'"'"~"-»-«^=»-y<fc«tiptfveo,U.e^^^^^ 

»o«ancid whea 8^1!^^:^^ td't^^^*^* '"'^ 
<ariJ0ii dioxide. ™'^'™''''»''»*«mi>regi>«iDgUic flour with 

tbe whe<it to flour, aging the flow ^c^^— ^ *<= """anutg eoDsaiuents of 
non-raneid wheat co«6W TS^? ""^ 

diMide. iMkii^ tll toSS, ""If |n»<i"lS the floor with cartwa 

ofay,whe>ti,,fi,«lydivirdtil^^^v™'f^'^'°™^«'°°^'i«Mls 

Hw references are: 

Cuirie (Br.) 5,614 of 1828 
Byme 29,859 Sept. 4, I860 
Dietz 1.974,808 Sept. 25, 1934 
Donk et al. 2,085,421 June 29 1937 
WeJlinghoff 2,230.417 Feb 4 ' 1941 
In support of his position here, appellant 'states in his brief: 
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• peniueut to d,a„he rea«,n tha, white bread i, so widdy used 
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a^W^ rAe germless flour; 

£Sssir£9-F— ^^^^ 

when it^cquir^soSe^ ft J.T^T'.ft:' "^t' ' ^^^'^^ 
decomposition^ t^e flrrnSaL a^^^^^^^ ^ causes 

flour with carbonic acid gas. It renders frShfl^rr^i^* ^^^^^ 

such^t C nTl^^LCf^^^^ "^eintroLtion of the wheat as 
flour n«,cid and to 4cn^s^Z a^^^^^^^ 

flour by existing the gen^ frl tt^^^?e7nii;,?i'^^^^^^^ ' ^"''^ "^^^ 
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packaged m appropriate container^! in an in.^ „„„ u P**^ of nulling. It is then 
the treated wh^atg^^lsTco^™^^^^^ 

refined wheat flour as ordinaiilVused f^hr^H I! ^ deficiency in 

al- is "to make available for ^^0^!^^ ,t the pnncipal objects of Donk et 
even larger p„.portion of"eTuZ L o« "h'"^*^ ^ 
. WeUinghoff removes the oillom th^wLfg^^d fte In 

the flour would be aged PxioTri^ b^O^^^^^ 

the ait but it is also conventional as hereiniS..r : "^^^"^ in 

et al. the wheat genn is s^Sy g^^^d LI " a^^^^ Wellinghoff and Donk 

gem, and the non-ra„cidT«n. is AStTncSS^»5 ?^ ^^"^ the 

nii;iture. Donk et al also thlt ^f^L^T^ ^^^^ the bakei^ ' 

contcntsincarbllhoidfrdB^^^^^ 



Qoii 



Page 332 



that it is old to impregnate flour with carbon rti/%vM» 

freshly ground flo?ir fit for iZeS^^e^H^v tSTif t^^^ f of rendering 
the prevention of its decon^po^^f ^ ^ of preserving the flour by 

appe'il:.tS;:ti:;z^^^^^^ 

coxrecuy decided that the' ^^ds ^fa^dSnX'thfan"" 

patentable over the art of record for the^c.!, ♦ J "^P^^®^ were not 

obvious to anyone skiJledSS^ rr^?'*'^^.?'^^^ ''^ 

299. 64 USPQ 186 . ^ ^' See In re Stover, 32 CCP^. (Patents) 823. 146 F.2d 

desire result. There if nlSt k ^pl^h^ J^'l'^ "^^^ "^'^ 

that the order of perfonmn^ sten^^^ ^^'^ "^"^^ ^^^^ P'^^f ^ 'ecoid 

Gibson, 17 CC^.A.S^tsU^;3?R2Xr5"^^^^^^^ 

agg^grs^r--^^^^^^^ 



* End of Case - 
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Ex parte RUBIN 

(BdPatApp&Int) 
128 USPQ 440 

« Opinion dated Sept 30, 1959 

U.S. Patent and Trademark Office, Board of Patent Appeals and 

Interferences 
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PATEIWS 

1. Affidavits Anticipating references (§ 12.3) 
Double patenting-In general (§ 33.1) 

^r^^m:^T.^SZn^^ Of his p^orpatent, a 

concept; if appUcant's cl^2 pat^^bTv d'f ""T ' '""^'^ "^^^^'^^ 
affidavit woild not be re^i^rSorS^tf f '"'"1^^^ ' 131 

affidavit. ^ • therefore, there is no need for Board to consider 
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TECHNOLOGY CENTER 2800 



2. Abandonment--Di$dosureHitliootdaimi«g (Siq?) 

3. Patentability -Change .-Li general f5 51251^ 

Same product is obtained by either Sd cllfm^; .• - 
applicant's prior patent; no unexp^t^ S^tt Sll k^P''''*^°" 
recited in method claimed i„ paS^^^'^^'^^ by reversmg order of steps 
patentable over patented ' ' ""^"^ "^"^^ ^" ^PP^^^^ti^" "ot 

Particular patents-Coated Sheet 
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Case History and Disposition: 
Appeal from Primary Examiner. 

Application for patent, Serial No. 513 fI42 v^«.a^:' - * 
c]afm« 1 o * ^ , *romdeasion rejecting 

ciwms 1 to 9, applicant appeals. Appeal dismissed as to claims 1 4 »L 
5; affirmed as to claims 2, 3, and 6 to 9. ' ' 

Attorneys: 

EZEKIEL WOLF, Boston, Mass, for applicaDt 
Judge: 

Opto,,, By: Opinion Tat 

VWLES, Acting Examiner in Orief. 

weal a. to S^^^ 1"^ T"' °" 'f-'"^ 

aad 6 lo 9. No chte b™ bi^S^S!^' """"^ ''on^i^on only daina 2. 3 

Page 441 

aaims 2 9 a« suffi^^^^^ .^presentative and axe reproduced below 

UK Other Side capable of beSnLh^r^,^^ . i fitoof mifoim thfchiess on 
tbe sheet to i badcJ Sm^I ""^ ' '™'^ cucuit. and then laminaltog 

sheet of flexible itWrtle 2 r ? ■k" steps of talctog a base 

"«= side with a thei^Se SdTSf.S, T'"**""^ the sheet from 
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printed circuit on the other side of the ba«!^. i^hf^t i • ^ , , 

the metallic coating and the r^in tn^K t u ^^^^ i>e the sheet with 

Baekeland, 1,019,406, March 5, 1912 
Keller, 2,439,137, April 6, 1948 
Rubin, 2,680.699, June 8, 1954 

pages 3 to 5 of ^C-^^™ described on 

[1] As pointed out by appellant in his brief rlw. , - 

considered appellant^ patent TISS^ ^ ^ have 
unpatentable^r the ^01^X^0?^,?^ '\ o "^^""'"^ "^1^^ ^ 

statement. therejLtioB^r^?^ ^^P^'^*'- ^ i« the 

lut; icjccuon seems to be based UDon the rlaifr^c r^f r>..u- 

examiner has also expressed the view that f^V ^ ^ ^^"^ P^^"'- 

distinct over those of the patent a 1 1^7 V v • ^^^^ ^ pateniably 

in the appealed clauns. A basfc Team-^it^n. ^ I ^^^^ *^ ""^^^"^ J^'^^d 

claiinedhe^inisdisclos^ttn:^^^^ 

has not even alleged that the secmencerf^^Jl S i 1 V examiner 
disclosed in the itent and we ST^Tr ''^ ''^'^^ ^^"""^ ^ is 

e.an^.argu,S:nrthTnS!^it^i^^^^^^^^^^^ ^^-t,the 
present claims over those of the Kahi^jL- '^""^ot'iie order of steps of the 
disclosure i„ paleTltt^vt^rt^ 1^ ^ 
of the oe*od clS h,^ »d Zc^'^to" '^J' «. bssis for a,y "*dic«i«." 

I» g^teS if fl^^ h^ ""^.^fJ^^ mVt^^V. patent „ o»l. one patent can 
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page 6 of the brief, statesX: P^*^'^'" Moreover, appellant, on 

"Tlie method described k the pateM is comiderBd the 1^ of the 
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C-D. 281, 481 O.G. 6. 87 F.ld 52^32 uS^^^^ ^ ' ^ 887, 19?7 

1953 CD. 18, 670 ok 306. 2S R2d 3^ % USpb^T. 

with the examiner that the m^od mritS'in rh. , J f^-' ^^"^^^gly- we agree 
appeUa.t'spatentedn.ethod^dl'^Suu^^^^ 

vieJ^?B"SdX°.&^^^^^^^ 

sprayt g a ^ * then^osetdng xesin 

old in the art Partially cuti^et^fTn^^'l ' ""'"^ ^ ^^"^ « 

invention is seen iii applying aiSfmS?, / ^^^""^ °^ '^"^"g- No 

iiregular thickness J^Zncr^^^l1.'''^'Tu^''^'' ^^^^ °f 
expedient Nowhere doet ^^^t ? k f ^ mechanical 
neraidlobvT^rr^^^^^^^ ^"^^^ f *^<=«^'y of this step or that ai,y 
instead of nolSc^y " ^ ^^^^^^PUshed by coating the metal unifotLy 

sheel^^^^^rotclSr^"^^^^^^ 

nietallized. that the other side is to bTS^L^tSS J?^ '"'^ '^'^ 
the irapiegnated side may then be l2?STot?«S ^J^^^oset^h^g resin and that 
Additionally, in the piocL of KeSfl ^t.^^^^^^ of thermosetting material, 
laminated to a resin^s mat^aS^ « fn? ^ ^""^ °' ''^^ which is 

WeJJant's pmpose. We Srt^nst^Led? ^^'«:'',^o"W not be suitable for 

procedure of BSTer is not s^S^of tSSS^ ? 7^*^ "^P^^* ^« 
sustained. ^"ggestive of the clamied method and the rejection will not be 

The appeal is dismissed as to claims 1, 4 and 5 
The decision of the examiner is affirmed. 
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